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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Nobuyoshi Sakatani 

Application No.: 10/020,585 

Filed: October 22,2001 



ConfirmatllJhNo.:6588 



For: INFORMATION DELIVERY SYSTEM, 

ADVERTISEMENT DELIVERY SYSTEM, jf J' 
INFORMATION DELIVERY PROGRAM,, (< iH|| lb. 
SERVER, INFORMATION DELIVERY H|| l|> j 

SERVER, ADVERTISEMENT INFORMATION lldf 
DELIVERY METHOD AND SAVER PAGE ''J|f 1 

DISPLA Y METHOD ]j| 



]|l lflk^B.ILk 



Ik 



Ik 

pfrFlCE ACTION 




MS Amendment ,jj r 
Commissioner for Pdisnrajjt. 
P.O. Box 1450 

Dear SircrtP 



identified U.S. pate 



( ^ INTRtJibUCTORY COMMENTS 

In rlfetonse to the C |Sice Action dated February 15, 2007, please amend the above- 



)plicapbn as follows: 



Amendments to the Claims are reflected in the listing of claims which begins on page 2 
of this paper. 



Remarks/Arguments begin on page 10 of this paper 
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1. 



AMENDMENTS TO THE CLAIMS 
(Currently amended) An information delivery system, comprising: 
a computer terminal; and , 



an information provider server, 



wherein said computer terminal and said mfonmtion ( ji||iUde^Wver are connected with 



if 



each other via a network; 



ill! 



wherein said information provider server trjAiits content having an infdJffljjtjpn receiving 

"Ilk JK j" 
n or a tae for an information receiving progranf'^lsaM* computer terminal in response to 

hub, 



being accessed by said computer term! 

wherein said computer terminal 



application, in a plurality of : application wC 



mrfisdispllid 

\ it 



inal i| ! ecil^!ijftii^ luralit y ° 



(sly displayed on the computer 



by the browser application in one window of the plurality of 



in"" 



terminal, and the con 

windows; [[and]] 
wheg^g: 

dispk^jjirom a predet^H||j|ed serv^^a' the network by the browser application, and without 



»uter!llI^nJ^alffiffi^i(nd retrieves delivery information at the tim e it is 



changing iraij$|toption displa 

' ¥ 




in other windows of the plurality of windows, automatically 
displays the deiiV^|jyj| infonj^lion in the one window, in the case where, after said browser 
application displays th|||8ntent in the one window, it is judged that an entering operation is not 
executed in the one window for a predetermined period of time by said information receiving 
program or the information receiving program obtained by the tag, even when an entering 
operation is executed in the other windows during the predetermined period of time ; and 
{W:\O9662\0205733-usO\Ol 104400.DOC inHlUlinniDHlin } 
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wherein said computer terminal terminates said information receivin g program or the ^ 
information receiving program obtained by the tag, when said computer terminal terminates the 
display of the received delivery information in the one window . ^ Q ^n^\^ 

2. (Original) The information delivery system according to{aaiirl|Qljifurther comprising: x $ 

"Ik A 
an information delivery server connected to the nej$8itk, » v ftjjjj. cq^Q-v^' 

wherein said information delivery server jjes the deHvery informaillljp^^sponse to 
being accessed by said computer terminal. ^!||Jj ^ 

7. (Currently amende^An ilftlitaation delivljy program' delivered according to a Web page 

J ,4ll!h I'l A , 

infor mion oilyider server Wa network and displayed by a browser 

: — %3*r " 



obtained from an 



... 



application ^nj|iii!|Djjj|||w of ^JJ|j||j:ality' of^lows simultaneously displayed on a computer that 
■ " of incljl|iiB}jtne browser application, in the plurality of windows, 



exec 



causing the 

an enter 



plurality 



uter to exectijfe; 



ration^ Jogment function forjudging that an entering operation by a user is 
not executed for saiSl page obtained via the network and displayed on the computer for a 
predetermined period of time under a condition that said Web page obtained via the network is 
displayed; 



(W:\09662\020S733-us0\01 1 04400.DOC nUMIIIIMinM } 
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a content obtaining function for obtaining content by the browser application from a 

predetermined server via the network in the case that it is judged that the entering operation by the 

user is not executed for said Web page by said entering operation judgment function, even when 

an entering operation by the user is executed in other windows of tW^luralfty of windows during 

/% 

the predetermined period of time; and S % 

a content display function for displaying the c<j, 

function in said 
wherein 



^obtained b; 



|| content obtaining 
in the othex W$gflQKf&i 



Web page, without changing fafoi^jj jn displayed i 

said information delivery program is t^jna^ yWn said compter terminates 



the dis play of said content in the one wirtfow 



8. (Canceled) 



A 

9. (Previously present 




yv 



V 



case 




rmation delivei|j{ program according to claim 7, causing the 
computer t(j J{ f|^^i|j|jjjf|ute a l ^i|^ay^rei^Wyc?tion for restarting display of the Web page in a 
a predeterm I||jtoerinSi||p}^on to the browser application displaying the content is 



executed blluber, after the coiknt is displayed in place of the displayed Web page by said content 





display function. 

10. (Currently amended) The information delivery program according to claim 7, causing the 
computer to further execute: 
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a category specifying function that specifies a category for which for allowing tho uo e r to 
specify a category which the user desires to obtain content from the predeter mined server by u se 



of said oontont obtaining function ; and 



a writing function that writes for writing information re &^j|P* the'tategory specified by 
said category specifying function into a cookie as user information, Ulthhcookie being transmitted 



to the information provider server by said browser a^ llli 



accesses said predetermined server . 



A 




rowser application 



a category specifying function that specifies a c ^|jjjr 



Wich a user desires to obtain 



the alternate content; and 

a writing function that writes info 




lading the cati|jj)^'specified by said category 



browser application when said browser application accesses 



specifying function into a cookie as user i^orn^¥ibn^l!^]06okie being transmitted to the 
information provider sfftver by 

Ah 

said information provider rawer 



IK 




erver which is connected to a network and provides a computer 
'e network with a predetermined program, wherein the computer 



14. (Currently^inded) Aj 

apparatus connected ^|||j^e 
apparatus executes a* plurality of tasks, including a browser application, in a plurality of 
application windows simultaneously displayed on the computer apparatus, said server comprising: 
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an accepting means of a program receiving request for accepting a program receiving 
request executed based on tag information contained in an HTML content which is obtained by the 
computer apparatus from an information provider server via the network^ and 

a program providing means for providing an information rapping Vogram based on the 
program receiving request, the information receiving ^Sgr J||||eing for accessing a 
predetermined server via said network from the com^^^ppar atus ^|j|L alternate contenl 
which is to be displayed by the browser applicatj^jjjj place 6|the HTML col^pj^played in 
one window of the plurality of windows on the computel^a^Aus/ without changing information 
displayed in other windows of the plur^iWj of windows, in^sjjfejcase where/ after said HTML 

'Willie u 

content is displayed in the one window, too obeliiflitau. is executP' in the one window for a 



predetermined period of ti 

during the predeterm, 

wherein sai<Sf in 




V /"lite'' 

i when an e^ing operafijjjilHs 



alte 



executed in the other windows 



ae, <«j. 

;iving programjlfe' tenninate when the computer apparatus 



window. 




19. (Currently ametil^l^^An advertising information delivery method for delivering advertising 
information to a viewer computer terminal via a network, wherein the viewer computer terminal 
executes a plurality of tasks, including a browser application in a plurality of application windows 
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simultaneously displayed on the viewer computer terminal said advertising information delivery 
method comprising the steps of: 

embedding an information receiving program in the HTML content obtained by the viewer 
computer terminal by accessing an information provider server via tflr network ; 

supervising an entering operation for said HTML ^i^^Mcext^ill^i^lEiyed by the browser 
application in one window of the plurality of windows cjfjyilbiiY^er comjll||| terminal by use of 
the information receiving program after the HTM^fflj)ntent is displayed in the ofliiyijflow of the 

" \A 



viewer computer terminal; [[and]] 



ir computer terminal from a 



delivering the advertising inf65toation to the v 
predetermined server via the network wliieir |^|^^^|^ ||^ttmc tbe enll|jti^ operation is not executed 
for said HTML content digged in the onll||Wj^w oPlSjjj^t^iewer computer terminal for 
predetermined period^ &me bytji^fl informatioljreceiving program, even when it is judged that 
an entering operation is 
predetermjjli 



laying the adVBMtising it 



,»4 

displayed ih|)I|e. other windo' 
terminaiinS|||6aid inf 



terminates the display 




ier winders of the plurality of windows during the 



ton in the one window without changing information 



tation receiving program when said viewer computer terminal 



advertising information in the one window . 



20, (Previously presented) The advertising information delivery method according to claim 19, 
wherein it is determined whether a predetermined operation is executed or not for the viewer 
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computer terminal, and when the predetermined operation is executed, the advertising information 
is delivered without awaiting a passage of the predetermined period of time. 



f 

23. (New) The information delivery system accordin^illlhc.laim 1, w 



all' 

21-22. (Canceled) ,# 

< V 

(jlaim 1, wfi^&n said information 

receiving program includes: || 
a category specifying function that specifies a 

the delivery information; and 

a writing function that writes inform!^ the catJ||^*specified by said category 

specifying function into a cookie as user being transmitted to the 




{•for vl>hich a user desires to obtain 



1 



f w l| 



the steps 

sperifyinf ^category 

Pi 




information provider ^rver by sqj |browser application when said browser application accesses 



r which a viewer desires to obtain advertising information by use 



The advertisrr^jjtaprmalj^i^Uvery method according to claim 19, further including 

of a category specifyin^||(l{iction of said information receiving program; 

writing information regarding the category specified by said category specifying function 
by the browser application into a cookie as viewer information, and 
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transmitting said cookie to said information provider server by the browser application 
when the browser application accesses said information provider server. 



25. (New) The advertising information delivery method according^|pltlaini^24, further including 

the steps of: ^ 

determining whether said cookie is a corporate coj^kt^skt cookie;* 



when said cookie is not a corporate contract^ cookie, determining wheffifebisa 
subject to a corporate contract by judging an 



ontrac^^ cookie, determining wheffi||jpd 
IP address lljjbej^Swe'h computer terminal. 



viewer is 



'!!!!!! 



26. (New) The advertising information del 



the steps of: 

determining thatijsaid cc , 

■ I- " 



\7% 



d accorclingtppiaim 25, further including 

V* 



contract set cookie and'»j^|ing ^ 
contract. 



is a persoi&J cookie when said cookie is not a corporate 
indicates thltafcaid viewer is not subject to a corporate 



.A 



/"'""ill 



I' 



it" 1 



r 
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REMARKS 

Reconsideration of the application is respectfully requested. 



I* Status of the Claims 



Claims 1, 2, 7, 9-10, 14, and 19-20 are pending. 



if 



Claims 3-6, 8, 11-13, 15-18, and 21-22 were j$$jipusty cancel^jhrithout prejudice or 

disclaimer of the subject matter therein. All 1 ' «, 'Wlliu i> 

»' "ill % W 
With this Response, claims 1, 7, 10, 14 and lgi^amjjjifc, and new claims 23 - 26 are 

added. No new matter is introduced. Sjfflport for the amero|aj&rits may be found, for example, 

ines 25 - 2SI fegfe' 19, line 25 through page 



with reference to Applicant's specificat: 



21, line 1 and page 21, line 10 through page zfy li^ej* 



Info 

2005 

cited in tliSiJJas of June 

i 

filed is enclos 



tsideratibn og^oraialpi Disclosure Stamen t 

1^$^^ in the present applicatic 



jt «t, "i 

5 aaf June 21, ZOOy.lt fife date,' 1 / 

3L 



requests that the Ex; 



ication on February 25, 
ic^nt has not received confirmation that the six references 
5 ha^e been considered by the Examiner. A copy of this IDS as 
sponse for the Examiner's convenience. Applicant respectfully 



provide Applicant with written confirmation that the references cited in 



the IDS of June 21, 2005 have been considered. 



1 Copies of these IDSs are present in the USPTO database. 
{W:\09662\0205733-us0\01 104400-DOC fiVlMBIEllOilfflMWIlD } 
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m. Rejections under 35 U.S.C § 112 

Claim 1 is rejected under the second paragraph of 35 U.S.C. § 112 as being indefinite. 
Specifically, the Examiner finds that the pronoun "it" in the term "at the time it is displayed" is 
well defined" and is "confiising and unclear [as to] how s^fnethiii^ to be displayed is 



'not 



accessed and retrieved while 'at the same time' [it is] being dj^layed!{|j||jDplicant amends claim 1 
to delete this term, and respectfully requests that th^^jfebtioh of claul|j||, under the second 



paragraph of 35 U.S.C. § 1 12 be withdrawn. 

IV. Rejections under 35 U.S.C. § V 

Cla ' ms 

unpatentable over U.S. Patent No. 7,089,1941^ B^ltisll 
No. 6,300,936 to Brairfi"' 

/ill 

("Landsman"). Claim 10 



ns under 35 U.S.C. § lflfy 

1, 2, 7, 9, 14, 19 and Jf^lSSjjj^jected under 



S 




and respect 



.ends claims 



endent claim 
ta traverses the; 




.S.C. § 103(a) as being 



JBerstis") in view of U.S. Patent 



aun") and^S. Patent No. 6, 880,123 to Landsman et al. 
der 35 U.S.|p'$ 103(a) as being unpatentable over Berstis 



U.S/THKHit No. 5,740,549 to Reilly et al. ("Reilly"). 

e 'l9 to further characterize the nature of his invention, 

dant claims: 
ctions. 



1. An inroj|jytion delivery system, comprising: 

a computer te!l| and 

an information provider server, 

wherein said computer terminal- and said information provider server are connected 
with each other via a network; 
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wherein said information provider server transmits content having an information 
receiving program or a tag for an information receiving program to said computer 
terminal in response to being accessed by said computer terminal, 

wherein said computer terminal executes a plurality of tasks, including a browser 
application, in a plurality of application windows simultaneoittjj&fljsplayed on the 
computer terminal, and the content is displayed by the bro»j$er application in one 
window of the plurality of windows; jjjt. 

wherein said computer terminal accesses and retrieves %livery limitation from a 

predetermined server via the network by the ij^^^r'^applicatioH||apd without 

changing information displayed in other widows of the plurality OTjtaindows, 

automatically displays the delivery mfoi^jfen in throne window, irii{|te^ase 

where, after said browser application display srimbjConte^liSft the one windqfv, it is 

judged that an entering operation is not exedOT|i||ffi the one windo'^ for a 

predetermined period of time by said informatiflffljireceiving program or the 

information receiving program 'obtained by the tag |||jfeyen when an entering 

operation is executed in the otheri|p^^ows during the 'Mbd^efrmined period of 

time; and % ^lljljlUi,, I" 

wherein said computer terminal terminates s4|^|pjj^^mtioaa receiving program or 



the information receiving program dfeaiflffi by^WftWk, when said computer 



terminal terminatgtfUtifflilBfeplaY of the'^HKeived delji&ry information in the one 



"browse 



window . ilf' 
(Emphasis addiaf|jj 

shaver" that Wh 



displays ^jjjj 11 ' 
information m; 



According fc 
his or her computer iri 1 




iiiliih. 1|| 'W 

information eyjj|. thougt 

example )|| an advertisement. 



1/ 



x 

y 

Ijj^jpfSMnple in amended independent claim 1, is a 
tion when the user is not using his or her browser, and 
j| though the user is using other applications. The displayed 



ntion as claimed in amended independent claim 1, the user operates 



a multitasking environment displaying a plurality of application windows, 
in which the user actively works in one application window at a time. When the user switches 
from the browser application to another application, the claimed system monitors the period of 
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time during which "entering operations" are suspended in the browser window. When this period 
of suspension exceeds a predetermined time period, an information receiving program causes the 
received information (e.g., advertisements) to be displayed in the browser window. 

This browser saver differs from a conventional screen s ^jjjj m a Multitasking computer 
environment, which is directed to monitoring inactivity in aj||jjlpen I|||||ations. When none of 
the applications are active, the screen saver is activate^^^wever, becaul|j|||h no activity the 
longer in front of the terminal, t]^ii|j|en sav^is not generally^ Jf^ed by the 



user is often no 

user. In sharp contrast, according to the present inve 



browser server in the inactive browser wr 



the displayed information for the 



is usually playi 



is active in another window opened on the dbmpuf^jflj&EiJay, thus 
user will see the informati(^lft|HR}gyed in the Mfoper windotfjjP 



ilk the background while the user 

V 

Jlcreas 



Creasing the chances that the 



present 



ntion, whenijjhe user returns to the browser application (for 
the computjjl^erminates display of the advertisement, and 
used for retrieving and displaying the 



According to 
.i' J 

example, to retrieve anot 
tenninat^ 

adve^||||nt$. In other $, Aew||^^ receiving program does not remain resident in the 
computer, il^|j||freshly retri!| J?d each time the user operates the browser application to access an 
information provlll||||^ryer^ L content to be displayed by the browser application. Significantly, 
this claimed approach Eliminates any need for the user to install new versions of the information 
receiving program over time, as new versions are automatically provided with the next request for 
information content from the information provider server (see, e.g., page 4, lines 4 - 7 of 
Applicant's specification). 
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Berstis is directed to a method and apparatus for targeting advertisements by a server to a 
specific client computer via a network (see, e.g., abstract and FIG. 1 of Berstis). During periods 
of inactivity in a browser application, advertisements may be displayed on a display device of the 





HI 



client computer (see, e.g., Col. 10: 67 - Col. 11:3 of Berstis). 

The Examiner acknowledges that Berstis fails to discj|j$E a'^fjjjjtitasking environment in 

which the browser application is displayed without chaip*^ in others in a 



1 %k -A 

of BraunjUihe JRami 



Applicant's ch 





|jjpvention is 
amlher further acl&owledges that 



plurality of display windows, but suggests that 
disclosed by Braun (see, e.g., Col. 2: 10 - 25 of Braunj 

Berstis and Braun to discloses that the aifitajtisements are retrffijhjd at the client computer during 

fliiiii-,.. ^Cfiw 



the inactive periods ("at the time it is displ^ea"^|Jtout suggests Ik: 1 
Landsman (see, e.g., Col. |*,|6 - 36 of Landi^i^|l (ff ^^H||||}JI^^ 



is feature is disclosed by 



Applicant how€ 



otherwise suggest the reSflttes c 



provider se^flll^j 
informdtiM receiving a 

% 1! 

the browsenattolication to tei 




ng pr^feto) to J'||^r applic; 



lly submits *j^iat none of the cited references disclose or 
led in amendMt'claim 1 that provide for an information 
formation receiving program (or a tag for an 



to the browser a' 



Ii 



ration o 

if, 1 " 



application in response to an access request, and for 
mate the information receiving program (either directly transmitted 
as obtained by the tag) when the browser application terminates the 



display delivery infonHHHbn retrieved and displayed in the browser window by the information 
receiving program. While Landsman for example discloses that an agent may be downloaded to a 
browser application in a web content request, for downloading advertising files to the browser 
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application, Landsman provides that the agent is "persistent," and can be cached to resume the 
display of advertisements after a current display has been terminated (see, e.g., Col, 9: 51 
through Col. 10: 67 of Landsman). 

JK 

On at least this basis, Applicant respectfully submits that anmnded independent claim 1 is 
not obvious in view of Berstis, Braun, and Landsman, an^|merero^j||tands in condition for 
allowance. As amended independent claims 7, 14, andi^'feacti essentiai|}j|iriclude the above- 



argued elements 
submits that amended 
and Landsman 



of allowable independent claim i^ljlbBlicant ^applies the aboiij|hgtlm< 
nded independent claims 7, 14 and 19 afgjffiaffobvious in view of Berstis 

w. . : 



ients and 
is, Braun, 



. Accordingly, Applicant ^fe||toer submits that amended independent claims 7, 14 
i condition tor allowance. % jfju, " 



and 19 stand in 

As claims 2, 9, 10 and 20 each depen< 



19, Applicants in addjtopi submit 
least this reason. % 



V. 



Theii9f8ffil)llSWaicaiit'l|bfi: 



t dependent *kmm$ 2, 9, 

w 



e independent claims 1, 7 and 
10 and 20 are also allowable for at 



nder 35 U.S. 
New Cla! 



that the rejection of claims 1, 2, 7, 9, 10, 14, 



03 be'« 



awn. 



Applicant addJj|||& claim 23, which depends from allowable independent claim 1, and 
new claims 24 - 26, which depend from allowable independent claim 19, For at least this reason, 



In the present Response, Applicant amends independent claim 1 to eliminate this limitation. 
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Applicant respectfully submits that new claims 23 - 26 are allowable. Applicant also submits that 
new claims 23 - 26 are allowable on additional grounds. 
For example, new claim 23 claims: 

JK 

23, The information delivery system according to clajm 1, Vherein said 
information receiving program includes: .# 

ser desires to 



a category specifying function that specifies a catemiytifor whicnrag t user cu 
obtain the alternate content ; and "I |{k 

/ % 

a writing function that writes information ^gatding thflicategory specifier 
category specifying ftinction into a cookie as^ &c ^ info Atjon, said cook 



transmitted to the information provider server urn teiffl'bro^ser application when 



eing 



said browser application accesses said information proper server . 
In order that advertisements of likely'l|jueres|jf^ to the user, the invention 



claimed in new depends^ 
writes user informdfoJl 
(see, e,g., p* 




enables th'^user to select a category of interest, and then 
e category orlfegerest to an Internet cookie of the browser 



; gh pai 




of Applicant's specification). Unless disabled 



page. 



The 



1 



information delivi 




|||pjri^that provides for specifying a category for which a viewer desires to 
obtain advertising information by use of a category specifying function of the information 
receiving program, and for writing information by a writing function of the information receiving 



by ft^jjjfer, the cookie isfjifim^ provider server by the browser application 



each time flifiijbrowser application accesses the information provider server to download a web 
liner ackno wledges that Berstis, Braun and Landsman fail to disclose an 
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program that indicates the specified category, but suggests that these features are taught by Reilly 

(see, e.g., Col. 7: 13 - 21 of Reilly) 3 . 

Applicant submits that Reilly however fails to teach or suggest the elements of new claim 

23 that require the category information to be written by the informmlon receiving program to an 

Internet cookie as user information that may be transmitted jjrijan inratyfi i fition provider server by 

Eh *!»- 



the browser application when the browser application 



obtain a Web page . s ti\\ 

In sharp contrast to Applicant's claimed inventioH^feai^F R&lly nor any of 



references teach or suggest the use ofitjlnternet cookies 




the informal 




rovided server to 



the other cited 



mechanism for recording and 




conveying information between a computek terrol^i^d an infofiSSft'ion service provider with 

% ]|l"l{|| l Jj] } / 

regard to categories of inj^g^tion to be a^>i|^{lcally '^BJjjj^ed and displayed in a browser 
application window 
in the browser applicatid; 



kls of time dt|ring which no entering operations are executed 

|! V 

H Interne^tookies as a mechanism for specifying the 

irifoili||ijon to be Jxlplayed, Applicant's claimed system provides an 

effi(y^i|feiechanism for 'twining ll|j|$pecified category information, and enables category 

information tqj|||| independet p and securely specified and retained for each of a plurality of 

information provill^|| irve^l identified with different Internet domains (see, e.g., page 20, lines 

22 - 31 of Applicant's ^Specification. 

For these additional reasons, Applicant respectfully submits that new claim 23 is not 

obvious in view of the cited reference, and therefore stands in condition for allowance. As claim 



3 In the present Office Action the Examiner makes this suggestion in reference to claim 10. 
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24 includes essentially the same claim elements above-argued as distinguishing claim 23 over the 
cited references, and claims 25 and 26 depend from claim 24, Applicant further submits that 
claims 24 - 26 are also allowable for the above-argued additional reasons, 

JK, 
t 



CONCLUSION 



A \ 

Therefore, in view of the above amendments and remaps, 4t is resp© 

J 

Notice of Allowance as to all pending claims be issujpjn this case. 



requested that a 



If there are any other issues remaining which 



inW believes 



through either a Supplemental Response ta*an Examiner 



requested to contact the undersigned at the ti 
Dated: 



v 



A 



f U »i||||j { ''llllh. New York, N 



\ 

Tho%s J, Bean 




resolved 

jj^ftjent, the Examiner is respectfully 




\ 



V ,l( 



^jjjjljj,,-' (212)527-7700 



tionNo.: 44,528 
DARBY P.C. 
5257 

New York 10150-5257 



(212) 527-7701 (Fax) 
Attorneys/Agents For Applicant 
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